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Bef ore Sinmms, Bucher and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Bradl ey J. Hol nes seeks registration on the Principal
Regi ster for the mark I NFIDELITYKIT for “forensic test kits
for hone use consisting primarily of diagnostic reagents for
detecting the presence of senmen on any nmaterial,” in
I nternational Cass 1.1

This case is now before the Board on appeal fromthe
final refusal to register on the ground that the alleged
mark is nmerely descriptive of applicant’s goods under

Section 2(e)(1) of the Lanham Act, 15 U.S.C. 81052(e)(1).

! Application Serial No. 76329452 was filed on Cctober 24, 2001
based upon applicant’s allegations of a bona fide intention to use

the mark in commerce.
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Bot h applicant and the Tradenark Exam ning Attorney
have fully briefed the case. Applicant did not request an
oral hearing before the Board.

W affirmthe refusal to register.?

A mark is nmerely descriptive, and therefore
unregi strabl e pursuant to the provisions of Section 2(e)(1)
of the Trademark Act, if it imediately conveys information
of significant features, functions or uses of the goods wth
which it is intended to be used. A nmark is suggestive, and
therefore registrable on the Principal Register without a
showi ng of acquired distinctiveness, if imagination, thought
or perception is required to reach a conclusion on the
nature of the goods or services. See Inre Guulay, 820 F.2d
1216, 3 USPQ2d 1009 (Fed. Cir. 1987).

The question of whether a particular termis nerely
descriptive is not decided in the abstract. Rather, the
proper test in determning whether a termis nerely
descriptive is to consider the mark in relation to the goods
for which registration is sought, the context in which the
mark is used or is intended to be used, and the possible
significance that the mark is likely to have on the average

purchaser encountering the goods in the nmarketplace. See In

2 In a decision issued on Decenber 11, 2003, the Board had
earlier held the mark 5 MNUTE | NFIDELITY TEST KIT to be nerely
descriptive of the sane goods in an application based upon
applicant’s all egation of use in comrerce.
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re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 (CCPA

1978) .

The Tradenark Exam ning Attorney takes the position
that applicant’s proposed mark “imedi ately and
unequi vocal |y provides information about the nature of the
goods — clearly indicating that the goods are a kit for
detecting infidelity.” (Trademark Exam ning Attorney’s
appeal brief, unnunbered page 4) |In support of his position
that this proposed mark is nerely descriptive, the Exam ning
Attorney placed into the record a dictionary definition of
the word “infidelity” as neaning “unfaithful ness to a sexua
partner, especially a spouse” or “an act of sexual
unfaithful ness.” He argues fromthe plain neaning of the
word “infidelity” that “the proposed mark clearly indicates
that the goods are intended to prove infidelity.” (Ofice
action of January 16, 2002, unnunbered page 2)

In response, applicant argues that his trademark i s not
nerely descriptive, while conceding that it nmay well be
suggestive. As noted above, a mark is suggestive if
i magi nati on, thought or perception is required to reach a
conclusion on the purpose or features of the goods. See In
re Gyulay, supra. Accordingly, applicant argues that
potential consunmers woul d have to use sone inmagi nation or

t hought in order to understand the purpose or features of
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t he goods being offered by applicant in connection with this

al | eged mark:
It requires a great deal of imagination
t hought, or perception to discern from
Applicant’s INFIDELITYKIT that it is a
“forensic test kit[] for home use consisting
of [sic] primarily of diagnostic reagents for
detecting the presence of senmen on nmaterial.”
Nothing in the term | NFIDELITY takes the
public imediately to the notion of senen
detection for the purpose of finding
infidelity.

(Applicant’s reply brief, p. 4).

As to whether the alleged mark herein i nmedi ately
conveys information about the purpose for the goods,
applicant focuses primarily on the word “infidelity.”
Applicant then argues that the dictionary definition relied
on by the Trademark Exam ning Attorney does not support the
Trademar k Exam ning Attorney’s position. Based upon that
definition, applicant argues that the word “infidelity” in
applicant’s mark may well conjure up i nages of sexual
unf ai t hf ul ness, but that the term “does not in any clear or
preci se way ...i medi ately describe forensic senen
detection,” and hence is not nmerely descriptive.

In support of his position that this phrase is
suggestive, applicant argues that the fact that there is no

dictionary entry for the phrase “infidelity kit” should

weigh in applicant’s favor. In re Sundown Tech. Inc., 1

UsP@2d 1927, 1928 (TTAB 1986) [ GOVERNOR i s nebul ous as
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applied to anplifier controls, and the dictionary definition

does not list GOVERNOR as a termof art in the electronics

field]; Inre Men’s Int’|l Professional Tennis Council, 1

UsPQ2d 1917, 1918 (TTAB 1986) [In application to register
MASTERS as a service mark for “organi zi ng and conducti ng an
annual tennis tournanment,” Board found that “the absence of
any particular reference to tennis in the dictionary [entry
for the word “master”] probably favors appellant’s position
that the mark shoul d be published rather than that it should
be refused ex parte.”].

However, it is well settled that in order to make a
prima facie case of descriptiveness, the Trademark Exam ning
Attorney may rely upon dictionary definitions of individual
elenments in a conbined term as the Trademark Exam ning

Attorney has done in the instant case. See In re Gould

Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110 (Fed. Cir. 1987)

[ SCREENW PE for a prenpi stened, antistatic cloth for

cl eani ng conmputer and tel evision screens]. |If each
conponent retains its descriptive significance in relation
to the goods, the conbination results in a conposite that is

itself descriptive. See In re Putman Publishing Co., 39

USPQ2d 2021 (TTAB 1996) [ FOOD & BEVERAGE ONLINE held to be
nmerely descriptive of news and information service for the

food processing industry]; In re Copytele Inc., 31 USPQ2d
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1540 (TTAB 1994) [ SCREEN FAX PHONE nerely descriptive of
“facsimle term nals enploying el ectrophoretic displays”];

In re Serv-A-Portion Inc., 1 USPQd 1915 (TTAB 1986)

[ SQUEEZE N SERV held to be nerely descriptive of ketchup and

thus subject to disclainer]; Inre Uniroyal, Inc., 215 USPQ

716 (TTAB 1982) [ STEELGLAS BELTED RADI AL hel d nerely
descriptive of vehicle tires containing steel and gl ass
bel ts].

In support of his position that this alleged mark is
suggestive, applicant argues that “[i]t requires specul ation
and |uck — much nore even than a great deal of inagination
t hought or perception — to discern from Applicant’s mark the
preci se description of the nature of Applicant’s goods.”
(Applicant’s appeal brief, p. 5 However, the cases cited
by applicant at this point in his brief® are not that hel pful
to applicant’s position as these marks were found to be
regi strabl e because the conbination of nerely descriptive
conponents created a unitary nmark having a uni que,
nondescri ptive nmeaning as applied to those goods. Here,
applicant has not denobnstrated what new, nondescriptive
connotation the conbined termcreates when applied to the

i dentified goods.

3 See e.g., Inre Colonial Stores Inc., 394 F.2d 549, 157 USPQ

382 (C.C P.A 1968) [SUGAR & SPICE held not nerely descriptive of
bakery products] and In re Shutts, 217 USPQ 363 (TTAB 1983) [ SNOG

RAKE hel d not nerely descriptive of a snow renoval hand tool].
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Applicant expressly agrees that the question of whether
a particular termis descriptive or suggestive nust not be
determned “in the abstract.” Yet applicant goes on to
argue that the mark is not nerely descriptive because one
cannot tell fromthe mark al one that the product involves
forensic senmen detection:
...[Elven if one makes the nental leap to
associate the INFIDELITYKIT mark with a test
kit for proving, predicting or detecting
sexual unfaithful ness, the mark could
describe a wide variety of types of Kkits,
limted only by the inmagination of the person
hearing or seeing the mark.
(Applicant’s reply brief, p. 4) The standard derived from
Lanham Act precedential decisions does not require, for a
descriptiveness refusal, that it is possible for a
bl i ndf ol ded consunmer who has been given only the proposed
mark to enunerate the exact features, technol ogies or
nmet hodol ogi es enpl oyed in the goods. Rather, the question
I s whet her sonmeone who knows what the goods are w ||
underst and the term or phrase to convey significant
I nformati on about them — nanely, the idea that these kits

are designed to provide a neans to test for evidence of the

sexual infidelity of one’s partner. See In re Hone Builders

Associ ation of Geenville, 18 USPQd 1313 (TTAB 1990); and

In re Arerican Geetings Corp., 226 USPQ 365 (TTAB 1985).
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W agree with the Trademark Exam ning Attorney that the
question to ask is whether the term*®“infidelity kit”
i mmedi ately conveys information about the purpose of a hone
test kit designed to uncover evidence of the sexual
activities of one’s partner. Applying the general standard
enunci ated above to the facts of this case, it is not a
requi renent of the case |aw that the prospective customer
for these goods (e.g., the suspicious partner) knows
i mredi at el y upon seeing or hearing the alleged mark that the
met hodol ogy i nvol ves senen detection. Rather, it is
sufficient that a consunmer in the market for a forensic test
kit for detecting senen, when confronted with such a kit
mar ket ed under the designation “INFIDELITYKIT,” would know

i mmedi ately the purpose for this kit.

Decision: The refusal to register under Section

2(e)(1) of the Act is hereby affirmed.



